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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 



- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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Status 

1)[>3 Responsive to communication(s) filed on 01 December 2006 . 
2a)(EI This action is FINAL. 2b)D This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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5) D Claim(s) is/are allowed. 

6) M Claim(s) 1,2,6,8 and 9 is/are rejected. 
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8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Withdrawn Rejections 

The claim objections, 35 USC 112, and 35 USC 102/103 rejections over 
Takanishi of record put forth in the previous Office Action have been withdrawn. 

Response to Arguments 

Applicant's arguments filed 12/1/06 have been fully considered but they are not 
persuasive. 

Applicant argues that due to applicant's amended claim 1 that include the 
recitation "B is a metal..." the Examiner has not shown that Tao teaches this element of 
Applicants' claims. 

However, Tao teaches a formula of La x MnyAaBbCucOci where A is an alkaline 
earth metal, B is selected from the group consisting of scandium, yttrium, and a 
lanthanide metal, x is from 0 to about 1.05, y is from 0 to about 1 , a is from 0 to about 
0.5, and d is between about 1 and about 5 (paragraph 01 1). In the disclosure 
(particularly paragraph 011) of Tao, the limitations of the instantly claimed invention are 
taught or suggested. 

Applicant argues that with respect to 103 rejections over both Tao and Takanishi, 
the occupation of the copper ions in the B site of Applicants' claimed compounds is a 
factor for the stability of these structures. Additionally, the large amount of oxygen 
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vacancies in Applicants' claimed compounds makes the claimed material more suitable 
for application as cathode material for solid oxide fuel cells. 

However, Tao teaches introducing ions having valence numbers of less than four 
in a lattice structure (trivalent copper is an ion having a valence number of less than 
four, paragraph 0037, lines 25-30) in a lattice structure for the purpose of having extra 
oxygen anion vacancies in the crystal lattice (paragraph 0037, lines 27-30). This 
disclosure suggests that to one of ordinary skill in the art to use ions having a valence of 
less than four (including three). The limitation of "doping of A-side by alkaline earth 
metals" is a process limitation. It appears that the instantly claimed product by process 
is the same as that which is claimed (materials for cathode comprising copper in 
trivalent form, forming perovskite having oxygen vacancies). When the examiner has 
found a substantially similar product as in the applied prior art, the burden of proof is 
shifted to the applicant to establish that their product is patentably distinct and not the 
examiner to show the same process as making. In re Brown. 173 USPQ 685 and In re 
Fessman, 180 USPQ 324. In the instant case, the applicant has argued lack of 
teaching doping of A-side by alkaline-earth metals, but has failed to establish that their 
trivalence copper ion with perovskite having oxygen vacancies is different. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 



The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The recitation in claim 1 "doping of A-side by alkaline earth metals" renders the 
claim indefinite. It is unclear as to how "doping of A-side by alkaline earth metals" 
affects the properties of the final product or what "A-side" is. 

Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action; 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1, 2, 6, 8, and 9 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 1 03(a) as obvious over Tao (U.S. 2002/001 5877). 

Tao teaches a materials for solid state cathode (paragraph 001 1 , lines 1-3) 
wherein said materials having general form of La x MnyAaBbCucOd wherein A is an 
alkaline earth metal, B is selected from the group consisting of scandium, yttrium and a 
lanthanide metal, C is selected from the group consisting of iron, cobalt, nickel, copper, 
and zinc, x is from 0 to about 1 .5, y is from 0 to about 1 , a is from 0 to about 0.5, b is 
from 0 to about 0.5, c is from 0 to about 0.5, and d is between about 1 and about 5 
(paragraph 001 1) wherein at least one of x, y, a, b, and c is greater than zero (this 
meets the limitation wherein copper is partly converted to trivalence ion as met by the 
formula CUO3, paragraph 001 1, lines 16-18) and the materials for cathode in a solid 
oxide fuels cell is operable at a temperature of 400°C to 2000°C (paragraph 0007, lines 
8-10). Tao teaches introducing ions having valence numbers of less than four in a 
lattice structure (trivalent copper is an ion having a valence number of less than four, 
paragraph 0037, lines 25-30) in a lattice structure for the purpose of having extra 
oxygen anion vacancies in the crystal lattice (paragraph 0037, lines 27-30). Therefore, 
it would have been obvious to one of ordinary skill in the art at the time applicant's 
invention was made to provide introducing ions having valence numbers of less than 
four in a lattice structure (trivalent copper is an ion having a valence number of less than 
four, paragraph 0037, lines 25-30) in a lattice structure in Tao in order to have extra 
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oxygen anion vacancies in the crystal lattice (paragraph 0037, lines 27-30) as taught by 
Tao. 

As to the limitation of doping, converting, forming, utilizing, compounding, and 
obtaining, it appears that the instantly claimed product by process is the same as that 
which is claimed (materials for cathode in solid oxide fuel cells). When the examiner 
has found a substantially similar product as in the applied prior art, the burden of proof 
is shifted to the applicant to establish that their product is patentably distinct and not the 
examiner to show the same process as making. In re Brown. 173 USPQ 685 and In re 
Fessman, 180 USPQ 324. Tao teaches materials for cathode in solid oxide fuel cells 
having the form as of La x MnyAaBbCu c Od described above such that the structure of the 
prior art is substantially similar as the claimed invention. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul A. Wartalowicz whose telephone number is (571) 

272- 5957. The examiner can normally be reached on 8:30-6 M-Th and 8:30-5 on 
Alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on (571) 272-1358. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Paul Wartalowicz 
February 15, 2007 





